4 




% United States Bvtent and Trademark Office 

3] " 



UNITED STATES DEPARTMENT OF COMMERCE 

United State* Pa tout and Trndonork Office 

Address: COMMISSIONER OF PATENTS AND TRADEMARKS 

Washington. D.C. 20231 

www.uspto.Rov 



APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. 


09/888,793 




06/25/2001 


Jonathan L. Kendall 


IR-2795(NBI) 


1919 


7590 


05/22/2002 









Miles B. Dearth 
Lord Corporation 
1 1 1 Lord Drive 
PO Box 8012 
Cary,NC 27512-8012 



EXAMINER 



HARLAN, ROBERT D 



ART UNIT 



PAPER NUMBER 



1713 

DATE MAILED: 05/22/2002 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 07-01) 



Office Action Summary 



Application No. 
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Examiner 

Robert D. Harlan 



Applicant(s) 

KENDALL ET AL. 



Art Unit 

1713 



Th MAILING DATE of this communication appears on the cov r sheet with the correspondence address — 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however may a reply be timely filed 
after SIX (6) MONTHS from the maiiiny units of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

Responsive to communication(s) filed on 25 March 2002 . 
2a)D This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
Disposition of Claims 

4) [3 Claim(s) 30-44 is/are pending in the application. 

4a) Of the above claim(s) 1-29 and 45 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) IE Claim(s) 30-33.36-40.43 and 44 is/are rejected. 

7) (3 Claim(s) 34,35.41 and 42 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

1 3) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 

a)QAII b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2.0 Certified copies of the priority documents have been received in Application No. . 

3.Q Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 

Attachment(s) 

1) £3 Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) Paper No(s). . 

2) ^ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) O Notice of Informal Patent Application (PTO-152) 

3) ^ Information Disclosure Statement(s) (PTO-1449) Paper No(s) £3 . 6) Q Other: 
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DETAILED ACTION 

Election/Restrictions 

1. Applicant's election without traverse of Group III, claim 
30-44 in Paper No. 5 is acknowledged. 

Claim Rejections - 35 USC §102 

2. The following is a quotation of the appropriate paragraphs 
of 35 U.S.C. 102 that form the basis for the rejections under 
this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or 
described in a printed publication in this or a foreign country, before the 
invention thereof by the applicant for a patent. 

3. Claims 30-33, 36-40 and 43-44 are rejected under 35 
U.S.C. 102(a) as being anticipated by Honda et al., JP 336320 A 

(hereinafter "Honda") . Honda discloses an adhesive containing a 
mixture of raw material capable of metathesis polymerization 

(i.e. norbornene type cycloolef ins, cylcopentene, cyclohexene) 
with a metathesis polymerization catalyst and/or a liquid or 
semisolid obtained by mixing a raw material compound capable of 
metathesis polymerization with a metathesis polymerization 
catalyst. See Honda , pages 3-4; 0007, 0013-0014. The 
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metathesis polymerization catalysts used in the process for 
making the adhesive are substantially identical to the 
metathesis polymerization catalysts of the claimed invention. 
See Honda , pages 4-5; 5 0008-0009. Honda further teaches 
processes of adhering substrates (metathesis cross-linked 
polymerization formed members, a low-surface-tension substrate) 
using the prepared adhesives. See Honda , <H 0010 With respect 
to present claims 43-44, the Examiner reasons that applying an 
adhesive to a substrate is tantamount to or a species of coating 
an adhesive on a substrate. Therefore, claims 30-33, 36-40 and 
43-44 are anticipated by Honda. 



Allowable Subject Matter 

4. Claims 34-35 and 41-42 are objected to as being dependent 
upon a rejected base claim, but would be allowable if rewritten 
in independent form including all of the limitations of the base 
claim and any intervening claims. 



5. The following is an examiner's statement of reasons for 
allowance: The closest prior art located or identified by the 
Examiner is Honda. Honda fails to teach a propylene substrate, 
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adhesion without an external energy source (heat) and a method 
for obtaining the adhesive according to present claim 42. 

6. As of the date of this non-final office action, the 
Examiner has not located or identified any reference that can be 
used singularly or in combination with another reference 
including Honda to render the present invention anticipated or 
obvious to one of ordinary skill in the art. 

7. Any comments considered necessary by applicant must be 
submitted no later than the payment of the issue fee and, to 
avoid processing delays, should preferably accompany the issue 
fee. Such submissions should be clearly labeled "Comments on 
Statement of Reasons for Allowance." 

Conclusion 

8. Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Robert D. 
Harlan whose telephone number is (703) 306-5926. The examiner 
can normally be reached on Mon-Fri, 10 AM - 8 PM. 
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9. If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, David W. Wu can be 
reached on (703) 308-2450. The fax phone numbers for the 
organization where this application or proceeding is assigned 
are (703) 872-9559 for regular communications and (703) 872-9559 
for After Final communications. 

10. Any inquiry of a general nature or relating to the status 
of this application or proceeding should be directed to the 
receptionist whose telephone number is (703) 308-1495. 



Robert D. Harlan 
Examiner 
Art Unit 1713 
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May 18, 2002 



